COMMENTS

Construing Product-by-Process Patent
Claims in Scripps and Atlantic

INTRODUCTION

The United States patent' system promotes the growth of
technology by rewarding inventors with a limited monopoly on
their inventions.? If an invention satisfies the requirements for
patentability,’ the Patent and Trademark Office (PTO) will issue
a patent to the inventor.* The patent will contain one or more
claims, which are precise descriptions of the invention.” By de-
fining the invention, the claims also demarcate the scope of the
inventor’s limited monopoly.® The inventor may then sue any-

! A patent is a grant to an inventor by the government of a privilege to exclude others
from making, using, or selling the invention and includes the right to license others to
make, use, or sell the invention. BLACK'S LAW DICTIONARY 1125 (6th ed. 1990); see also infra
text accompanying notes 43-46 (defining patent).

* See infra text accompanying notes 42-48 (discussing purpc;se of patent system). See
generally 35 U.S.C. §§ 1-376 (1988 & Supp. V 1993) (patent statutes); 37 C.F.R. §§ 1.1-1.825
(1993) (patent reglnla[ions). .

> An invention is patentable if it is entitled by law to be protected by the issuance of a
patent. BLACK'S LAw DICTIONARY 1125 (?Sth ed. 1990); see also 35 U.S.C. § 101 (defining
“inventions patentable”); 35 U.S.C. §§ 102-103 (setting out conditions for patentability);
infra part LA (discussing requirements for patentability).

* 35 U.S.C. § 101; see also infra part 1.C {discussing prosecution of patent applications).
See generally 4 ERNEST B. LipscomB 111, LIPSCOMB’S WALKER ON PATENTS 8§ 12:1-:79 (3d ed.
1985 & Supp. 1991) (discussing PTO). The Patent and Trademark Office (PTO) is an
office in the Department of Commerce. 35 US.C. § 1.

* See infra part I.B (discussing patent claims).

% See Corning Glass Works v. Sumitomo Elec. U.S.A., Inc., 868 F.2d 1251, 1257 (Fed.

219

HeinOnline -- 28 U.C. Davis L. Rev. 219 1994-1995



220 University of California, Davis [Vol. 28:219

one who makes, uses, or sells the patented invention without the
inventor’s permission.’

One type of claim is a product-by-process claim.® This claim
describes a product in terms of a specified process used to make
the product’ The PTO’s approach to product-by-process claims
is to evaluate the patentability of the product independently of
the specified process — a “process-independent” approach.”
The process-independent approach ensures that an inventor will
not obtain a patent for an unpatentable product merely by de-
veloping a new process to make the product." If only the pro-
cess is patentable, the PTO will issue a patent only for the speci-
fied process.”

Suppose Smith invents a way of making widgets using process
A.” She then applies for a patent with a claim for process A

Cir. 1989) (stating that claims define boundary lines of patentee’s right to exclude others
from making, using, or selling protected invention).

7 35 U.S.C. § 271; see also infra text accompanying notes 86-90 (dlscussmg patent in-
fringement).

8 ROBERT C. FABER, .ANDIS ON MECHANICS OF PATENT CLAIM DRAFTING § 46 (3d ed.
1990).

® See infra text accompanying notes 66-72 (discussing product-by-process claims).

1 See Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 844 (Fed. Cir. 1992)
(stating that PTO evaluates patentability of product-by-process claims independent of pro-
cess); infra text accompanying notes 79-85 (discussing prosecution of product-by-process
claims). The following table illustrates the process-independent approach:

Process-Independent Approach:
Is the Product Patentable as a Product-by-Process Claim?

process is patentable process is not patentable
product is patentable yes yes
product is not patentable no no

"' See Fairfax Dental Ltd. v. Sterling Optical Corp., 808 F. Supp. 326, 338 (S.D.N.Y.
1992) (stating that inventors should not obtain patent for unpatentable product merely by
developing new process).

'* FABER, supra note 8, §§ 36-37; see also infra text accompanying notes 258-59 (discuss-
ing issue of patents with process claims).

3 See, e.g., infra lext accompanying notes 109-11, 147-51 (discussing invention of pro-
cesses for making products).
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1994] Product-by-Process Patent Claims 221

and another claim for the widgets as a product of process A."
If process A is patentable, then the PTO will issue her a sev-
enteen-year patent with a claim for the process.” If the widget
itself is also patentable, then the PTO will include a product-by-
process claim for the widget.'® If Martinez begins to use process
A to make widgets without Smith’s permission during the seven-
teen year term, Smith’s patent enables her to sue Martinez for
infringing'’ both the process claim and the product-by-process
claim."

Suppose Nguyen invents a way of making the same widgets
using process B.” Nguyen begins to make and sell these
widgets during the term of Smith’s patent.* By using a differ-
ent process, Nguyen has not infringed the patent claim for pro-
cess A However, Nguyen may have infringed Smith’s product-
by-process claims for the widget itself.® Courts have split over
the question of whether a product-by-process claim can be in-
fringed when the product is made by a different process.”

" See, e.g., infra text accompanying note 112 (discussing application for patent).

** 35 U.S.C. § 101; see also, e.g., infra text accompanying notes 113-18, 152 (discussing
issue of patents).

'* See, e.g., Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 841 (Fed. Cir.
1992) (citing Plummer v. Sargent, 120 U.S. 442, 448 (1887) (describing patent for bronz-
ing process and claim for product of process)).

7 A person infringes a patent if she makes, uses, or sells the patented invention with-
out authority during the patent term. 35 U.S.C. § 271; see also infra text accompanying
notes 86-90 (discussing patent infringement}.

8 See, eg, Atlantic, 970 F.2d at 836 (describing defendant who infringed plaintiff’s
product-by-process claim by using same process to make same product).

¥ See, e.g., infra text accompanying notes 123-33, 154-58 (discussing competing inven-
tors who develop new processes for making patented products).

¥ See, e.g, infra text accompanying notes 132-33, 153-57 (discussing competing inven-
tors who make and sell products identical to patented products-by-process); see also 35
U.S.C. § 154 (stating term of patent).

B35 U.S.C.'§ 271(a).

®  See infra text accompanying notes 23-34 (discussing infringement of product-by-pro-
cess claims).

#  See Tropix, Inc. v. Lumigen, Inc., 825 F. Supp. 7, 78 (D. Mass. 1993) (discussing
split in autherity over whether defendant infringes product-by-process claim when using
different process to make product).
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Courts have analyzed these cases of infringement in two
ways.” In one case, the court viewed product-by-process claims
as not limited by the specified process — a “non-limiting” con-
struction.?? Under this construction, a court would hold that
Smith’s claim covers all widgets, whether made by process A or
any other process.®® The court would therefore find that
Nguyen infringed Smith’s patent? In another case, the court
construed product-by-process claims as limited by the specified
process — a “process-limited” construction.” Under a process-
limited construction, a court would hold that the product-by-
process claim only covers the product made by the specified

*  Compare Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565, 1583-
84 (Fed. Cir. 1991) (applying non-limiting construction to infringement inquiry) with At
lantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 846 (Fed. Cir. 1992) (applying
process-limited construction to infringement inquiry).

® See Scripps, 927 F.2d at 1583-84 (stating that during patentability inquiries, process
does not limit scope of product-by-process claim). The following figure illustrates the non-
limiting construction:

non-limiting construction for

. \ all widgets
product-by-process claims vicee By

O infringing products

The non-limiting construction applied during infringement analysis is different than
the process-independent approach taken by the PTO. See infia text accompanying notes
200-09 (discussing confusion in Scripps between non-limiting construction and process-inde-
pendent approach); infra note 214 and accompanying text (discussing confusion in Atlantic
between non-limiting construction and process-independent approach).

™ See Scripps, 927 F.2d at 1583-84 (holding that non-limiting construction of product-by-
process claim covers products regardless of process).

¥ 1d.

® See Atlantic, 970 F.2d at 84647 (holding that process limits scope of product-by-pro-
cess claim). The following figure illustrates the processlimited construction:

process-limited construction for

. 1l widget
product-by-process claims afl wicgets

widgets made
by process B

[0 infringing products
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process.” Since Nguyen did not use process A, as specified in
Smith’s patent, the court would find that Nguyen did not in-
fringe Smith’s patent, even though both produced identical
widgets.”

The conflicting constructions for product-by-process claims
make the scope of Smith’s patent ambiguous.” ,Smith cannot
be certain whether subsequent inventors have infringed her
product-by-process claim.* Similarly, the ambiguous scope dis-
courages potential inventors from developing alternate or im-
proved processes for making widgets.*® So far, the conflict over
which construction courts should apply during infringement lit-
igation remains unresolved.* '

This Comment examines the different approaches courts and
the PTO have taken to product-by-process claims.** Part I sur-
veys several aspects of the United States patent system,* includ-
ing the PTO’s approach to patentability for product-by-process
claims.”” Part II discusses the case law construing product-by-
process claims during infringement.*® Part III analyzes these cas-
es, reviews their basis in precedent, and offers a critique of their
rationales.” Finally, Part IV proposes that the process-indepen-

#  See id. (illustrating process-limited construction).

% See id. (holding that process-limited construction of product-by-process claim only
covers product made by specified process).

3 See Atlantic Thermoplastics Co. v. Faytex Corp., 974 F.2d 1279, 1282 (Fed. Cir. 1992)
(Newman, J., dissenting) (stating that litigants are not served by conflicting authority);
Tropix, Inc. v. Lumigen, Inc., 825 F. Supp. 7, 8 (D. Mass. 1993) (stating that precedential
effect of Scripps or Atlantic on subsequent cases is unpredictable); id. at 10 (stating that
choice-between Scripps and Atlantic is crucial in “present age of rampant biotechnology™).

%2 See 1 ANTHONY W. DELLER, PATENT CLAIMS § 311, at 860 (2d ed. 1971) (discussing
how definiteness in claims enables distinction between infringing products and products in
public domain).

% See Atlantic, 974 F.2d at 1280-81 (Rich, ]., dissenting) (stating that ambiguous scope
of claims discourages potential inventors). Pharmaceutical manufacturers are highly depen-
dent on intellectual property protection to provide the incentive to invest. Id.; see also B.].
Spalding, Biotech Products Move Nearer To Market, CHEMICAL WK., July 20, 1988, at 44 (esti-
mating new recombinant product requires 7 to 10 years and $125 million to develop and
market).

¥ See Tropix, 825 F. Supp. at 10 (noting confused state of authority).

¥ See infra parts I1-IV (discussing Scripps, Atlantic, and proposed two-step analyses for
patentability and infringement determination)..

% See infra part I (discussing United States patent system).

3 See infra part L.C (discussing PTO’s approach to patentability).

%8 See infra part I1 (discussing Scripps and Atlantic).

* See infra part IIl (analyzing rationales in Scripps and Atlantic).
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dent approach to patentability and the process-limited construc-
tion used in infringement inquiries share an underlying pat-
tern.” Recasting these approaches into two separate but analo-
gous two-step analyses relaxes the tension between the conflict-
ing decisions and obtains results consistent with precedent and
policy."

I. THE UNITED STATES PATENT SYSTEM

The Constitution empowers Congress to issue patents to pro-
mote the “useful Arts.”* A patent is an agreement between the
federal government and an inventor.”® The government grants
the inventor an exclusive seventeen-year monopoly to make, use,
or sell an invention.” If any other person wants to make, use,
or sell the invention during this seventeen-year period, she must
first obtain a license from the inventor.” In exchange for the
limited monopoly, the inventor must disclose the invention to
the public in a written specification.*® Access to such technical
information adds to the public wealth of knowledge and spurs
further innovation.” Thus, the United States patent system pro-
motes a policy of technological progress by rewarding inventors
for disclosing their inventions.®

See infra part IV.A (proposing two-step analyses).
See infra parts IV.B-C (discussing results from two-step analyses).

2 1.S. CONST. art. I, § 8, cl. 8.

* See Century Elec. Co. v. Westinghouse Elec. & Mfg., 191 F. 350, 354 (8th Cir. 1911)
{discussing contract nature of patent law).

# 35 US.C. § 154.

* Id. Once the patent term expires, the public is free to use the invention without a li-
cense. Id.

“ Id. § 112. The specification must contain a full and clear description of the inven-
tion to enable any person skilled in the pertinent field to make and use the invention. /d.
The specification must also describe the best mode for carrying out the invention. JId.

Y7 See Troxel Mfg. Co. v. Schwinn Bicycle Co., 465 F.2d 1253, 1258 {6th Cir.) (stating
that public access to information encourages innovation), appeal on remand, 489 F.2d 968
(6th Cir. 1972), cert. denied, 416 U.S. 939 (1974). See generally 1 LIPSCOMB, supra note 4, §
1:8 (discussing role of patents in free enterprise system).

% See Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470, 480-81 (1974) (discussing policies
of patent laws); see also supra text accompanying notes 45-46 (discussing patent policy).
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A. The Statutory Requirements for Patentability

To implement these policies, Congress has enacted patent
statutes,® which list several requirements for patentability.”
When an inventor submits an application to the PTO,” the
invention must belong to one of several statutory categories,
such as machines, manufacturing products, or processes for
making products.® Second, the invention must have at least
some minimal utility.”® Third, the invention must be novel
when compared to previously known technology.® Finally, the
invention must be sufficiently innovative as to be nonobvious.”
Nonobviousness generally requires that the invention not be
obvious to a person having ordinary skill in the field of the
invention.”® To determine whether the invention meets the
statutory requirements, the PTO examines the invention as
defined by the inventor’s claims.”’

¥ 35 US.C. §§ 1-376.

® Id. §§ 101-108.

3 See 35 U.S.C. §§ 111-112 (requiring application and detailed specification). The min-
imum requirements for an application are (1} a detailed specification, (2) at least one
claim, (3) an oath of inventorship, (4) any necessary drawings, and (5) a filing fee. 37
C.FR. § 1.51.

% 35 U.S.C. § 101, Patents for machines, manufactured products, or manufacturing
processes, termed “utility patents,” comprise the bulk of all U.S. patents issued. PATENT &
TRADEMARK OFFICE, U.S. DEPARTMENT OF COMMERCE, MANUAL OF PATENT EXAMINING
PROCEDURE § 901.04 (rev. ed. Aug. 1993) [hereafter MPEP]. The PTO also issues patents
for plants and designs. 35 U.S.C. §§ 161, 171.

® 35 U.S.C. § 101. An invention has utility if it has a current, significant, beneficial
use. Brenner v. Manson, 383 U.S. 519 (1966); see alse 3 LIPSCOMB, supra note 4, § 5:5
(stating that PTO cannot reject invention for lack of utility without proof of total
inoperability).

* 35 U.S.C. § 102(a). The PTO will not issue a patent if “the invention was known or
used by others in this country, or patented or described in a printed publication in this or
a foreign country, before the invention thereof by the applicant for patent....” Id. The
statute also bars patentability if there is an unreasonable delay between making the
invention and filing an application. See id. § 102(b), (d) (setting out one-year statutory time
bars). For example, if the invention was on sale more than one year before the application
date, the PTO will refuse to issue a patent. /d.

» Id. § 103.

% Jd. The PTO follows the analysis outlined in Graham v. John Deere Co., 383 US. ]
(1966), when determining whether an invention is nonobvious. MPEP, supra note 52, §
706.

7 See 35 U.S.C. § 112 (swating that claims particularly point out and distinctly claim
subject matter that applicant regards as her invention); 37 CF.R, § 1.104(a) (stating that
examination of invention's patentability shall be complete as to applicable statutes and
rules).
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B. Patent Claims

When an inventor submits an application for a patent, she
proposes one or more claims.®® These claims formally state the
subject matter of her invention with precise specificity.”® The
format of a claim depends on the type of invention.* For ex-
ample, when the invention is an apparatus or a machine, the
inventor uses an apparatus claim to describe each element of
the machine and how the elements relate to each other.”’ In a
process claim, the inventor describes the sequential steps of a
procedure in detail® In a product claim,”® the inventor
describes the structural components of the product and how the
individual components interrelate.* Thus, a claim is a precise
description of an invention’s elements and their interactions.®
When an inventor develops a process to make a product, she
may want to patent both the product and the process.® In
these instances, the inventor may use a product-by-process claim
format for the product.” Using this format, the inventor
typically claims the process first with a process claim.* The in-
ventor then claims the product itself by defining the invention
as the product of the claimed process.”

% 37CFR. § 151

% 35 U.S.C. § 112; see also infra notes 60-72 and accompanying text (discussing patent
claims).

®  See infra text accompanying notes 61-69 (discussing different formats for claims).
There is no set statutory form of word or terms for claims. MPEP, supra note 52, §
608.01(m). A very simple claim may read, “I claim: a pencil having an eraser fastened to
one end.” FABER, supra note 8, at 6.

% FABER, supra note 8, at 35.

2 Jd. at 99,

® The Patent Act terms manufactured products as “manufacture.” 35 U.S.C. § 101.
However, courts commonly refer to claims for “articles of manufacture” as product claims.
FABER, supra note 8, at 131.

# FABER, supra note 8, at 131.

%  See MPEP, supra note 52, § 601.08(m) (setting out preferred format for claims).

% See, e.g., Merrill v. Yeomans, 94 U.S. 568 (1877) (discussing inventor of deodorization
process for hydrocarbon oils who also wanted to patent resulting oils); see also supra text
accompanying notes 13-18 (presenting hypothetical inventor Smith who uses product-by-
process claim).

8 See Scripps Clinic & Research Found. v. Genentech, Inc., 666 F. Supp. 1379, 1386
(N.D. Cal, 1987) (stating that process may define product if English language is inadequate
to describe product).

% FABER, supra note 8, at 99-107; see also supra text accompanying note 62 (discussing
process claims). .

® 2 DONALD S. CHISUM, PATENTS § 8.05, at 8-81 (1994). A claim may refer to the terms
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This format is useful when the product is structurally complex
or when the inventor can only define the product in terms of
the specified process.”” Using this claim format, the inventor
can claim both the process and the product of the process.”
The PTO examines these claims for patentability; if the PTO
issues the patent, these claims will define the extent of the
inventor’s limited monopoly against infringers.”

C. The Prosecution of Applications

Prosecution is an administrative proceeding before the PTO,
beginning when the applicant files an application and
continuing until the PTO either rejects the application or issues

of another claim — a “dependent claim.” 35 U.S.C. § 112. Typically, a product-by-process
claim will incorporate the terms of a process claim by reference. Ses, eg., U.S. Patent No.
4,674,204; U.S. Reissue Patent No. 32,011 (presenting product-by-process claims that
depend on process claims).

™ Atantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 843 & n.9 (Fed. Cir.
1992); see also FABER, supra note 8, at 135 (stating that product-by-process “claims are
permissible when product can be described only by process used to make it). Before 1974,
the PTO had disfavored product-by-process claims, allowing their use only when absolutely
necessary. Id. Since 1974, the PTO has revised its policy to allow inventors to use this
format. Id. at 138-40 (citing MPEP, supra note 52, § 706.03(e)).

" See In re Kuehl, 177 US.P.Q. (BNA) 250 (C.C.P.A. 1973) (holding that PTO should
allow inventor to claim both process and product made by that process).

™ See 35 U.S.C. § 151 (describing issue of patent); FABER, supra note 8, at 1 (stating
that claims define what is “forbidden territory” and what is “open™).
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a patent.” During the prosecution of an application, the PTO
analyzes the patentability of the invention.”” The PTO deter-
mines whether each claim satisfies the statutory requirements.”
For a product claim to satisfy the novelty requirement, for exam-
ple, the PTO compares the product claim with previously known
products.” A novel product claim must describe the invented
product, not pre-existing products.” If the scope of the claim
does not include previously known products, then the claim is
sufficiently novel.™

™ 35 U.S.C. § 131. If the applicant is entitled to a patent under the law, the PTO is-
sues a patent for invention. Jd. The following table summarizes prosecution and other
related inquiries when the PTO and the courts consider the precise scope of patent claims.

Four Related Types of Inquiries

L Is the invention Is the invention the same
Inquiry patentable ? as a previous invention ?
forum
before the PTO - prosecution interference
before the court validity infringement

Whenever a new patent application claims the same invention as a pending application or

an unexpired patent, the PTO conducts an interference proceeding. See id. § 135 (dis-

cussing interferences). The PTO determines which party developed the invention first and

issues the patent only to that party. Jd. During such proceedings, the PTO must construe

each inventor’s claims to determine whether or not each claims the same invention. See

MPEP, supra note 52, § 2301.01 (discussing interpretation of claims during interference).
™ See infra notes 7585 and accompanying text (discussing prosecution).

* 35 U.S.C. § 131; see also McGill, Inc. v. John Zink Co., 736 F.2d 666, 672 (Fed. Cir.)
(stating that examining claim language is threshold requirement of claim construction),
cert. denied, 469 U.S. 1037 (1984). During the application process, the PTO will typically
require the inventor to shape the precise wording of the claims through a series of
amendments. See generally 37 C.F.R. §§ 1.115-1.127 (discussing procedure for amending
patent application). Thus, during prosecution, the scope of the claims in an application are
in a state of flux. 3 LIPSCOMB, supre note 4, § 11:1.

% 35 U.S.C. § 102(a).

T

* Id. Suppose a previously known product has features A, B, and C. See supra note 54
and accompanying text (defining novelty). Suppose claim 1 covers products with features
A, B, and C. Since claim 1 covers a previously known preduct, claim 1 is not novel.
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The PTO’s approach to product-by-process claims is similar to
its approach to product claims.” In a product-by-process claim,
the inventor claims the product of a specified process.* When
determining the patentability of a product-by-process, the PTO
considers the patentability of only the product itself.®' If the
product is patentable, then the PTO treats the product-by-
process as patentable.”® The patentability of the process does
not affect the patentability of the product-by-process.”® Under
this process-independent approach, a novel process cannot
confer patentability to an otherwise unpatentable product.® If
the PTO determines during prosecution that an invention is
patentable, then the PTO will issue a patent that is
presumptively valid.®

D. Infringement and Patent Validity

For seventeen years after the PTO issues a patent, the
inventor has a cause of action against anyone who infringes the
patent.® A defendant infringes a patent by making, using, or
selling the invention during the seventeen-year period without

Suppose claim 2 covers products with features A, B, C, and D. Since claim 2 does not cover
a previously known product, claim 2 satisfies the novelty requirement. See DAVID PRESSMAN,
PATENT IT YOURSELF 9/7 1o 9/8 (3d ed. 1993) (discussing relation between breadth of
claims, infringement, and novelty).

* Compare infra text accompanying notes 80-85 (discussing prosecution of product-by-
process claims) with supra text accompanying notes 76-78 (discussing prosecution of prod-
uct claims).

8 2 CHISUM, supra note 69, § 8.05, at 881.

8 See Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 84445 (Fed. Cir.
1992).

8 See id. (stating that PTO does not consider patentability of process when
determining patentability of product-by-process).

% Id.

¥ See supra text accompanying notes 79-83 (discussing PTQ’s approach to determining
patentability of product-by-process claims); supra table accompanying note 10 (illustrating
process-independent approach).

¥ 35 U.S.C. §§ 101, 151, 282,

% Id. §§ 154, 281. Infringement litigation is an adversarial proceeding generally held in
federal district courts. See generally id. §§ 271, 281 (discussing infringement). Federal district
courts have original and exclusive jurisdiction over any civil action arising under federal
patent law. 28 U.S.C. § 1338(a) (1988). Federal patent law preempis any state protection
that is patentlike. See Interpart Corp. v. ltalia, 777 F.2d 678, 684-85 (Fed. Cir. 1985)
{discussing federal pre-emption of state protection for inventions). See generally ROBERT L.
HARMON, PATENTS AND THE FEDERAL CIRCUIT 14-16 (2d ed. 1991) (discussing federal pre-
emption of patent law).
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the inventor’s permission.”” In an infringement action over a
product claim, for example, the court compares the language in
the patent’s product claim with the defendant’s product.® If
the court finds that the product claim describes the defendant’s
product, then there is infringement® If the claim does not
cover the defendant’s product, then there is no infringement.”

As a defense to an infringement action, the defendant
virtually always claims that the plaintiff’s patent is invalid.”
During such a validity challenge, the defendant presents
evidence that the patent owner’s invention failed to meet the
statutory requirements and is therefore unpatentable.”” The
court then makes an independent inquiry into the validity of the
patent by determining whether the patent’s claims are
patentable.” During this inquiry, the court uses the same
process-independent approach to patentability that the PTO uses

¥ 35 US.C. §§ 151, 154, 271(a), 281; see also id. § 154 (stating that patent grants
inventor right to exclude).

¥  See Pennwalt Corp. v. Durland-Wayland, Inc., 833 F.2d 931, 957 (Fed. Cir. 1987)
(stating that during infringement actions, courts compare patent claim with defendant’s
invention), cert. denied, 485 U.S. 961, and cert. denied, 485 U.S. 1009 (1988).

¥ Id. (“One-to-one correspondence between every element of a claim and an accused
device is the standard formula for the inquiry into literal infringement.”). The scope of a
claim may extend beyond the litera! scope of the claim language according to the doctrine
of equivalents. Graver Tank & Mfg. Co. v. Linde Air Prods. Co., 339 U.S. 605, 608 (1949).
Under the doctrine of equivalents, a court may find infringement if the accused device
obtains the same result by performing substantially the same function in substantially the
same way as the patented device. /d.

% See Pennwalt, 833 F.2d at 957 (stating that defendant’s product does not infringe if
patent claim does not cover defendant’s product). For example, a product does not
infringe if the product lacks a feature described in the claim. /d.

# 4 LIPSCOMB, supra note 4, § 13:1. See generally GLORIA K. KOENIG, PATENT INVALIDITY:
A STATISTICAL AND SUBSTANTIVE ANALYSIS 1-1 to 1-7 (rev. ed. 1980) (discussing validity
inquiries). When a patent owner attempts to enforce her patent against a defendant, she
virtually always faces an allegation that the patent is invalid. Id.; see, e.g, Cochrane v.
Badische Anilin & Soda Fabrik, 111 U.S. 293, 311 (1884) (discussing validity inquiry);
Scripps Clinic & Research Found. v. Genentech, Inc., 666 F. Supp. 1379, 1386-87 (N.D. Cal.
1987) (discussing validity inquiry); see also Smith Int’l, Inc. v. Hughes Tool Co., 718 F.2d
1573, 1578 (Fed. Cir. 1983) (stating that courts believe that PTO examination is inherently
unreliable).

% See, e.g., cases cited supra note 91 (discussing validity inquiries).

% See 35 U.S.C. § 282(2) (citing invalidity of patent as defense in infringement action).
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during prosecution.” If the court finds that the plaintiff's pat-
ent is invalid, then the infringement action fails.”

If a party is dissatisfied with a decision by the PTO or a court,
the party may appeal.”® Previously, the regional circuit courts of
appeal heard patent appeals.” To eliminate inconsistent patent
decisions among the different circuits, Congress created the
Court of Appeals for the Federal Circuit”® and gave the court
exclusive jurisdiction over patent appeals.” As a single court,
the Federal Circuit has largely succeeded in providing a uniform
patent law.'” Nevertheless, two different threejudge panels of
the Federal Circuit have reached different conclusions on how
to construe product-by-process claims during infringement
litigation."”'

[I. THE STATE OF THE LAW

The Federal Circuit has addressed the construction of prod-
uct-by-process claims in two recent decisions.'” In 1991, a pan-
el of three judges decided Scripps Clinic & Research Foundation v.

% See infra text accompanying notes 232-35 (discussing construction of claims during
validity inquiries); supra note 79-85 and accompanying text (discussing process-independent
approach used by PTO during prosecution); supra table accompanying note 10 (illustrating
process-independent approach)

% See 35 U.S.C. § 282(3) (citing invalidity of patent as basis for challenging validity).

% HARMON, supra note 86, § 13:1. If the PTO rejects an inventor’s application on sub-
stantive grounds, the inventor may appeal to the Board of Patent Appeals and Interfer-
ences. Id. § 12:55. The inventor may appeal further to the Federal Circuit. Id. § 12:58. If
the PTO objects to an application on procedural or formal grounds, then the inventor may
petition to the Commissioner of Patents. 37 C.F.R. § 1.181.

¥ Patent Debate Hot in Bay Area, S.F. EXAMINER, Jan. 30, 1994, at El, E6.

% The Federal Courts Improvement Act of 1982 created a thirteenth court of appeals.
Pub. L. No. 97-164, 96 Stat. 25 (codified primarily at 28 U.S.C. § 1295 (1993)); see Atlantic
Thermoplastics Co. v. Faytex Corp., 974 F.2d 1279, 1281 (Fed. Cir. 1992) (Newnan, J.
dissenting) (stating that Congress formed Federal Circuit to eliminate inconsistent patent
law).

% 98 U.S.C. § 1295(a)(1) (1988). The Federal Circuit also takes appeals from the U.S.
Claims Court and the International Trade Commission. PAUL GOLDSTEIN, COPYRIGHT, PAT-
ENT, TRADEMARK AND RELATED STATE DOCTRINES: CASES AND MATERIALS ON THE LAw OF
INTELLECTUAL PROPERTY 199 (rev. 3d ed. 1993).

' GOLDSTEIN, supra note 99, at 199,

0 See infra part I (discussing Scripps and Atlantic). The Federal Circuit generally hears
cases in panels of three judges. FED. CIR. R. 47.2.

2 Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565 (Fed. Cir.
1991); Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834 (Fed. Cir. 1992).
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Genentech, Inc.'” In this case, the panel considered whether the
defendant infringed a patent for a blood-clotting protein. The
panel held that a non-limiting construction applies during in-
fringement inquiries.' The next year, a different three-judge
panel considered whether a defendant infringed a patent for an
innersole for athletic shoes in Atlantic Thermoplastics Co. v. Faytex
Corp.'” Contrary to Scripps, the Atlantic panel held that a pro-
cess-limited construction applies during infringement inqui-
ries.'” By reaching different conclusions, the two panels have
generated a conflict in authority.'” So far, the Federal Circuit
has declined to resolve this conflict.'®

A. Scripps Clinic & Research Foundation v. Genentech, Inc.

The Scripps Clinic'® developed a process for producing
factor VIII:C, a blood protein that controls bleeding in
hemophiliacs.""® Scripps used the process to extract factor
VIII:C from blood plasma."' Scripps applied for a patent for

1927 F.2d 1565.

™ Id. at 1583-84.

%970 F.2d 834.

1% Id. at 846.

¥ Tropix, Inc. v. Lumigen, Inc., 825 F. Supp. 7, 10 (D. Mass. 1993).

18 See Atlantic, 970 F.2d at 84647 (noting that Federal Circuit has not resolved conflict
in authority regarding product-by-process claims).

'® Zimmerman and Fulcher were the first to isolate and characterize Factor VIII:C.
Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565, 1569 (Fed. Cir. 1991).
They assigned the patent to the Scripps Clinic and Research Foundation. /d. at 1568,
Scripps then licensed the patent exclusively to Revlon, Inc., which later sold its interest to
Rorer Group, Inc. Jd. [Hereafter, this Comment will refer to inventors Zimmerman and
Fulcher, assignee Scripps Clinic and Research Foundation, and licensees Revion and Rorer
collectively as “Scripps”].

" Seripps Clinic & Research Found. v. Genentech, Inc., 666 F. Supp. 1379, 1383 (N.D.
Cal. 1987). Hemophilia is a group of bleeding disorders caused by inherited deficiencies or
abnormalities of coagulation factors. THE MERCK MANUAL OF DIAGNOS1S AND THERAPY 1124-
27 (Robert Berkow ed., 14th ed. 1982). Of the estimated 25,000 hemophiliacs in the
United -States, over 80% have hemophilia A. Jd. at 1124, Less common forms of hemophilia
include hemophilia B and von Willebrand's discase. /d. at 1124-28 Persons affected by
hemophilia A lack sufficient levels of the blood protein factor VIII:C, which activates other
proteins essential to clotting. Jd. One method to control the bleeding is to inject factor
VHLC into the person to initiate clotting. fd. at 1128.

"' U.S. Reissue Patent No. 32,011 (“Ultrapurification of Factor VIII Using Monoclonal
Antibodies™); see infra note 135 (discussing reissue patents). Factor VIIL:C circulates in
blood plasma as a protein complex with the von Willebrand factor protein. U.S. Reissue
Patent No. 32,011. Previous techniques were unable to separate the factor VIIL.C from the
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this process and for the extracted factor VIILC."? In 1982, the
PTO issued Scripps a patent'”™ The Scripps patent first
claimed the extraction process''* as an improved method of
preparing factor VIII:C and listed the steps in the extraction
process.'”® Since the precise structure of factor VIIL.C was then
unknown,''® Scripps separately claimed the factor VII:C as the
product of the extraction process.'” The Scripps patent thus
claimed both the extraction process and the factor VIIL.C as a
product-by-process.'"*

Although the extracted factor VIII:C initiated clotting, using
the product had two significant disadvantages to hemophili-
acs."® First, the process was very expensive because it required

114

von Willebrand factor and other blood plasma protcins. /d. Such techniques were also
unable to generate factor VIII:C in an undamaged condition. /d.

12 .S, Patent No. 4,361,509 (“Ultrapurification of Factor VIII Using Monoclonal
Antibodies™).

'S Id. Early in the Scripps litigation, Genentech challenged the validity of Scripps’s
patent. Scripps, 666 F. Supp. at 1382. To avert a finding of invalidity, Scripps applied for a
reissue patent. /d. After amending some claims and deleting others, Scripps received
Reissue Patent No. 32,011 containing essentially the same process and product-by-process
claims at issue. Id.

1 J.S. Patent No. 4,361,509, claims 1-7, 15, 16,

W Id.; see also U.S. Reissue Patent No. 32,011, claim 1.

"6 Scripps Clinic & Research Found. v. Genentech, Inc., 666 F. Supp. 1379, 1384 (N.D.
Cal. 1987). Factor VII:C is now known to be a sequence of 2332 amino acids. Id.
Genentech determined this sequence after 1981. Id.

" Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565, 1570 (Fed. Cir.
1991). Claim 13, as stated in both the original and reissue patent, reads “Highly purified
and concentrated human or porcine VIII:C prepared in Accordance with the method of
claim 1.” Id. Claim 1 itself reads in part, “An improved method of preparing Factor VIII
procoagulant activity protein comprising the steps of . ..."” Jd. The term “procoagulant”
applies to factors V to VIII which aid blood clotting by accelerating the conversion of
prothrombin to thrombin. MCGRAW-HILL DICTIONARY OF SCIENCE AND TECHNICAL TERMS
1499 (4th ed. 1989). Generally, a naturally occurring substance, if substantially unaltered, is
not patentable subject matter. MPEP, supra note 52, § 706.03(a). However, if an inventor
purifies a natural substance to a degree that it presents new qualities or uses, then the
purified substance is patentable. See Kuehmsted v. Farbenfabriken of Elberfeld Co., 179 F.
701, 705 (7th Cir. 1910) (stating that new qualities may confer patentability on natural
substances). For example, aspirin is a naturally-occurring substance, but has no therapeutic
usefulness in its unpurified form. /d. When an inventor purified the aspirin into a
preparation with new therapeutic properties, the preparation was patentable. /d. In a
similar case, an inventor made a 99-100% pure preparation of the natural element
germanium. Purdue Research Found. v. Waison, 214 F.2d 221 (D.C. Cir. 1954}. Since the
purified clement demonstrated remarkable and previously unknown properties, the prep-
aration was patentable. Id.

M8 See supra text accompanying notes 112-17 (discussing Scripps's patent).

I See infra text accompanying notes 120-22 (discussing drawbacks of using extracted
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large volumes of donated blood.” Second, the donated blood
sometimes contained infectious impurities such as hepatitis virus
and human immunodeficiency virus (HIV).'* Thus, transfusing
the extracted factor VII:C placed hemophiliacs at risk of
infection.'”

In 1984, Genentech, Inc.'” developed a new process to
make factor VIIL:C using a recombinant DNA process.”* First,
Genentech determined the structure of factor VIII:C.'" Then
it assembled the gene necessary to make the protein.'
Genentech transplanted the gene into a culture grown from
cells removed - from baby hamsters.'"” The cell culture then
produced recombinant factor VIILC." Genentech could
harvest recombinant factor VIIL:C from cultured cells and purify
it for use.'” The recombinant process was potentially more

factor VIII:C).

1% Scripps, 666 F. Supp. at 1384.

' See Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565, 1568-69
(Fed. Cir. 1991) (discussing possibility of contamination and disease from impurities in
source blood).

'# Jd.; Scripps Clinic & Research Found. v. Genentech, Inc., 666 F. Supp. 1379, 1384
(N.D. Cal. 1987). Many hemophiliacs have developed Acquired Immune Deficiency
Syndrome (AIDS) from contaminated factor VIII:C. STANLEY L. ROBBINS, ROBBINS’
PATHOLOGIC Basis OF DISEASE 698 (4th ed. 1989); see Jane Kramer, Bad Blood, THE NEW
YORKER, Oct. 11, 1993, a1 74 (discussing French hemophiliacs’ contraction of AIDS via
contaminated blood); Joseph Kelly, The Liability of Blood Banks and Manufacturers of Clolting
Products to Recipients of HIV-Infected Blood: A Comparison of the Law and Reaction in the United
States, Canada, Great Britain, Ireland, and Australia, 27 J. MARSHALL L. REv. 465 (1994).

' In 1981, a team of scientists at Genentech, Inc., led by Dr. Vehar, began research to
produce factor VIIL:C through recombinant technology. Scripps, 666 F. Supp. at 1384. Later,
Genentech contracted with Cutier to develop commercial-scale methods to produce
recombinant factor VIIL.C. [d. [Hereafter this Comment will refer to inventor Vehar,
assignee Genentech, and licensee Cutter as “Genentech”].

1 See infra text accompanying notes 125-33 (discussing recombinant process to make
factor VIIL:C).

% Seripps, 666 F. Supp. at 1384, Genentech reconstructed the DNA sequence that
coded for the Factor VIII:C amino acid sequence. Jd. Factor VIII:C is now known to consist
of a chain of 2332 amino acids. Id.

' Id. The gene is a strand of deoxyribonucleic acid (DNA) consisting of about 186,000
nucleotide bases. Id. In human cells, this gene specifies the sequence of the amino acids
that compose factor VIIL:C. /d.

% Jd. In the normal body, liver, kidney, and other cells produce factor VIII:C and
secrete it into the bloodstream. Jd. Genentech transferred the complete sequence into
hamster kidney cells and grew the cells in a culture. /d.

¥ Id. The transplanted gene directed synthesis of the factor VIII:C much as it would in
a human cell. /d.

M.
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economical than Scripps’s extraction process.'” Moreover, the
recombinant product eliminated the risk of transmitting dis-
eases.” Although the recombinant factor VIIL:C is structurally
and functionally equivalent to the extracted product,'*
Genentech produced the recombinant product using a sub-
stantially different process.'”

When Scripps learned that Genentech was making the
recombinant factor VIIL:C, Scripps sued Genentech for
infringement.'** Scripps claimed that Genentech infringed the
product-by-process claims in Scripps’s patent by making factor
VIILC, regardless of the fact that Genentech used a recombinant
process.'”® Genentech argued for a processlimited con-
struction: the claim should not cover factor VIII:C when made
by a different process than Scripps’s extraction method.'
Scripps moved for summary judgment on the issue of
infringement of the productby-process claims."”” The district
court, applying a process-limited analysis, refused to grant the
motion.'®™ The court held that unless Genentech used the

130 Id. at 1401.

131 Id.

2 Id. at 1384, 1391-93. The recombinant factor VIII:C was identical in sequence to
human factor VIII:C. Id. Genentech, however, asserted that factor VIIL:C collected from
many donors may have slight variations in structure (amino acid polymorphisms). Id. at
1393. Nevertheless, the trial court found no evidence that these differences were material.
Id. Genentech also asserted the carbohydrate content (post-translational glycosylation) of
the recombinant factor VIII:C may differ from the extracted factor VIII:C. /d. at 1394. The
trial court found no evidence that any difference in carbohydrate content affected the
relevant structure or function of factor VIILI:C. /d.

133 See id. at 1384 (stating that Genentech broke new ground).

B IHd. at 1382,

%> Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565, 1583 (Fed. Cir.
1991). Scripps did not claim that Genentech infringed the claims for the extraction
process. Scripps, 666 F. Supp. at 1388. The court stayed the action while Scripps corrected

_its patent. /d. at 1382. The PTO reissues a patent whenever the original patent is found
inoperative or invalid through error, but without any deceptive intention. 35 U.S.C. § 251
When the PTO reissued the patent as U.S. Reissue Patent No. 32,011, the court resumed
the litigation. Seripps, 666 F. Supp. at 1382.

1% See Scripps Clinic & Research Found. v. Genentech, Inc., 678 F. Supp. 1429, 1433-34
(N.D. Cal. 1988) (criticizing Genentech's process-limited construction).

37 Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565, 1583 (Fed. Cir.
1991).

% Seripps, 666 F. Supp. at 1387-89. Pending resolution of Genentech's challenge to the
patent’s validity, Judge Schwarzer refused to issue a preliminary injunction against
Genentech, citing the potential harm to hemophiliacs from delayed availability of re-
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same process, it did not infringe the product-by-process
claims.’” Scripps then appealed to the Federal Circuit, arguing
that the district court erred in limiting the scope of the Scripps
patent to the process only."

In Scripps Clinic & Research Foundation v. Genentech, Inc., a
threejudge panel of the Federal Circuit reversed, holding that a
non-limiting  construction applied to  product-by-process
claims.”! Writing for the panel, Judge Newman reasoned that
courts should construe claims the same way for validity as for
infringement.'® The panel therefore held  that for productby-
process claims, “the product . . . [is] not limited by the process
stated in the claims.”'"® Having established a non-limiting
construction, the Federal Circuit remanded the issue of
infringement for the lower court to determine at trial.'

B. Atlantic Thermoplastics Co. v. Faytex Corp.

One year later, another threejjudge panel of the Federal
Circuit construed product-by-process claims differently.'® The
panel in Atlantic Thermoplastics Co. v. Faytex Corp. limited the
scope of such claims to products made only by the claimed pro-

combinant Factor VIIEC. /d. at 1400-02.

¥ Seripps, 927 F.2d at 1583,

140 Id.

" Jd. The Scripps panel comprised Circuit Judges Markey and Newman, and Judge Beer
from the Eastern District of Louisiana, sitting by designation. Id. at 1568.

2 Jd, at 1583. Courts have subsequently cited Seripps for the proposition that pros-
ecution and infringement analyses must follow identical approaches. See, e.g., Tropix, Inc. v.
Lumigen, Inc., 825 F. Supp. 7, 10 (D. Mass. 1993) (reading Scripps to require prosecution
and infringement determinations to follow same approach). Yet Scripps never stated that
prosecution and infringement analysis should be identical; in fact, Serifips explicitly
distinguished between the contexts of patent prosecution and infringement litigation.
Scripps, 927 F.2d at 1583. However, Scripps does state that the same construction should
apply for “validity” and infringement determinations. Jd.

" Seripps, 927 F.2d at 1583,

" Id. at 1583-84. In an unpublished opinion, the Scripps panel denied a petition for
reconsideration, 18 U.S.P.Q. 2d (BNA) 1896 (clarifying an unrelated issue), and a petition
for rehearing en banc, 1991 U.S. App. LEXIS 33486, at *1 (Fed. Cir. May 14, 1991). The
parties later settled the litigation for an undisclosed amount during the trial of a
companion case. Eugene Moroz & William S. Feiler, Biotechnology, NAT'L L.J., Nov. 1, 1993,
at §24.

#» Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 84647 (Fed. Cir. 1992).
The Atlantic panel comprised Circuit Judges Archer, Michel, and Rader. /d. at 835,
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cess.'® Atlantic had developed a method of making contoured’
innersoles for athletic shoes.'"” The innersoles were generally
polyurethane, but contained a separate shock-absorbing heel
inside the innersole.”® The manufacturing process began with
the small solid heel.'® The heel was then placed into a larger
hollow mold, which was then filled with liquid polyurethane.'®®
The resulting product was a polyurethane innersole with a
shock-absorbing heel."” The PTO issued Atantic a patent with
claims for the molding process and for the innersole as a .
product-by-process.'*

Faytex Corporation distributed innersoles made by Sorbothane
that were virtually the same as Atantic’s innersoles.'”
Sorbothane made the innersoles using a slightly different
manufacturing process, starting with heel material in a liquid
form.”™ A small amount of liquid heel material was injected
into a hollow mold and allowed to form a solid heel.'” As the
heel solidified, polyurethane was injected into the remaining
space of the mold to form the rest of the innersole.’”
Although made by a different process, the resulting product was
indistinguishable from the innersole made by Atlantic.”’

Adantic sued Faytex for infringing its patent by distributing
the innersoles.”™ The trial court followed a process-limited

146 Id'

"7 Id.

8 U.S. Patent No. 4,674,204, abstract,

"9 See Atlantic, 970 F.2d at 835 (describing process for making innersole).

3 United States Patent No. 4,674,204 (“Shock absorbing innersole and method for
preparing same”), claim 1.

151 Id.

152 Id

' Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 836 (Fed. Cir. 1992).

'* Id. Faytex also distributed innersoles made by Surge. Jd. Surge used the same pro-
cess as Atlantic to make the innersoles. Jd. Faytex agreed that Surge infringed Atantic’s
patent, /d.

55 Id'

% Id. This process was distinguishable from the process in Atlantic’s patent because
Sorbothane started with liquid heel material instead of a solid heel. See supra text ac-
companying notes 147-53 (discussing Atlantic and Faytex's processes for making
innersoles).

57 Atlantic, 970 F.2d at 838.

* Jd. {citing Atlantic Thermoplastics Co. v. Faytex Corp., No. 88-0210-H (D. Mass. July
27, 1990)). Faytex sold the innersoles, but did not manufacture them. Jd. Consequently,
Atlantic could not sue Faytex for infringing the process claims. fd. Nevertheless, Atlantic
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construction: because Faytex’s innersoles were not made by
Atlantic’s process, they did not infringe the product-by-process
claims.' When Faytex appealed to the Federal Circuit on
other issues, Atlantic argued that the non-limiting construction
in Scripps should apply.’® Had the court followed the Scripps
precedent, it would have found that Faytex infringed Atlantic’s
patent.'®

Instead, a three-judge panel of the Federal Circuit affirmed
the process-limited construction, holding that Faytex did not in-
fringe Atlantic’s patent.'® Citing precedent, the panel held
that product-by-process claims only cover the product made by
the specific process claimed in the patent.'"” Under this
construction, if a defendant uses a different process to make the
same product, the defendant does not infringe the product-by-
process claims of the patent.'®

The different constructions in Scripps and Atlantic constitute a
conflict in authority.'® When panels in the Federal Circuit
reach directly conflicting decisions, the earlier decision is
binding precedent unless the court, sitting en banc, overrules
the earlier decision.'® Immediately after the decision in

did sue Faytex for selling the innersoles. See 35 U.S.C. § 271 (stating that infringement
includes unauthorized distribution of patented invention).

¥ Atlantic, 970 F.2d at 835.

1% Jd. at 838.

'*! See Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565, 158384
(Fed. Cir. 1991) (holding that process claims do not limit product-by-process claims).

162 Atlantic, 970 F.2d at 846-47.

163 Id.

.

"% See infra text accompanying note 166 (discussing split in authority in the Federal
Circuit).

" Newell Co. v. Kenney Mfg. Co., 864 F.2d 757, 765 (Fed. Cir. 1988); see also UMC
Elec. Co. v. United States, 816 F.2d 647, 6562 n.6 (Fed. Cir. 1987) (citing Kimberly Clark
Corp. v. Fort Howard Paper Co., 772 F.2d 860, 863 (Fed. Cir. 1985) (disapproving any
“major departure” from prior precedential decisions without reconsiderations en banc)).
However, a prior panel’s decision is not controlling if it failed to consider Supreme Court
precedent and would have otherwise reached a different decision. Atlantic Thermoplastics
Co. v. Faytex Corp., 970 F.2d 834, 839 n.2 (Fed. Cir. 1992) (citing Tucker v. Phyfer, 819
F.2d 1030, 1035 n.7 (11th Cir. 1987)). The Federal Circuit will not order a rehearing en
banc unless consideration by the full court is necessary to secure or maintain uniformity of
its decisions. Atlantic Thermoplastics Co. v. Faytex Corp., 974 F.2d 1279, 1299-1300 (Fed.
Cir. 1992) (Rader, |., concurring in denial of rehearing en banc) (citing FED. CIr. R. 35).
If a panel merely clarifies or refines a prior decision, then the panel need only review the
cases and reconcile the conflicting statements. Johnston v. IVAC Corp., 885 F.2d 1574, 1579
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Atlantic, Chief Judge Nies moved to rehear the case en banc to
resolve the conflict.'” A majority of the judges on the Federal
Circuit, however, denied the request without explanation.'®
Several judges dissented,'” including Judge Newman, who de-
fended her decision in Scripps.'” Faced with this unresolved
split in authority, courts have tried to follow precedent with
mixed results.' The unresolved conflict within the Federal

(Fed. Cir. 1989); Woodard v. Sage Prods. Inc., 818 F.2d 841, 851 (Fed. Cir. 1987). See
generally HARMON, supra note 86, at 299-356 (discussing Federal Circuit practice}.

7 Atlantic, 974 F.2d at 1280 (denying rehearing en banc) (Nies, C]J., dissenting).

% d. at 1279, -

% fd. at 1280-99 (Nies, C]J., Rich, Newman & Lourie, ]J., dissenting from denia! of
rehearing en banc). Judge Lourie dissented from the denial of rehearing, stating that
dismissing Scripps as unsupported did not excuse the court’s lapse in following its own
procedure. Id. at 1298, Judge Rich went further, stating that the denial of rehearing “is not
only insulting to the Seripps panel . . . it is mutiny. It is heresy. It is illegal.” /d. at 1281. One
month later, Chief Judge Nies moved a second time to rehear Atlantic en banc. 974 F.2d
1299 (denying rehearing en banc). The Federal Circuit again refused to resolve the
conflict. Jd. Concurring in the denial of rehearing, Judge Rader noted that the entire court
had already considered in detail the arguments to reconsider Atlantic. 1d. at 1301-02, Judge
Rader concluded that the court would not disturb the ruling since Atlantic had correctly
followed precedent. /d.

% Atlantic, 974 F.2d at 1281-98 (Newman, J., dissenting). Judge Newman distinguished
between the use of product-by-process claims in three types of situations. Id. Type (1)
claims use process terms to describe a completely new product that is too complex or
insufficiently known to describe structurally (“true product-by-process claims”). /d. Type (2)
claims recite a new or improved process for making an old or obvious product (“process
claims™). /d. Type (3) claims cover new products, but limit the claim solely to those
products made by the stated process. /d. Because the product-by-process claim in Atlantic
was Type (3), the result is correspondingly different than in Seripps, where the claim was
Type (1). Id. at 1282. Subsequent courts have not adopted this approach. See, e.g., Tropix,
Inc. v. Lumigen, Inc., 825 F. Supp. 7, 10 (D. Mass. 1993) (“There is much to be said as a
matter of policy for Judge Newman's distinction. . .. I do not find any authority for this
proposition before Serzpps, however.”).

1 See, e.g., Tropix, 825 F. Supp. at 10. Tropix concerned an infringement action over a
product-by-process claim for a chemiluminescent made by an original process. /d. at 7. A
chemiluminescent is a substance that emits light when its molecules are in an excited state.
RANDOM HOUSE DICTIONARY OF THE ENGLISH LANGUAGE 353 (2d ed. 1987). The defendant
made the same product using a different process. Tropix, 825 F. Supp. at 7. The original
inventor relied on Searipps’s non-limiting construction, asserting that the pateni covered the
chemiluminescent regardless of the manufacturing process. Id. at 7-8. The defendant
countered with Atlantic's process-limited construction, arguing that the claim only covered
chemiluminescent made by the original process. /d. at 8. Reviewing Scripps and Atlantic, the
judge predicted that a majority of the judges on the Federal Circuit would affirm the
process-limited construction in Atlantic. /d. at 10. The judge therefore held that Lumigen
did not infringe Tropix’s product-by-process claim for the chemiluminescent. fd. -
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Circuit has rendered the proper construction of product-by-
process claims unclear.'”

III. ANALYSIS OF SCRIPPS AND ATLANTIC

A. The Precedent in the Supreme Court

The Scripps panel held that courts should follow a non-
limiting construction for product-by-process claims.'”” The
Scripps panel, however, failed to offer any authority for this
position.'™ The Atlantic panel sharply criticized this failure,
suggesting that had the Scripps panel referred to Supreme Court
precédent, it would have reached a different conclusion.'”

In contrast to the panel in Scripps, the Atlantic panel
presented an extensive review of controlling precedent to
support a processlimited construction.'” First, the Atlantic
panel reviewed five Supreme Court decisions interpreting
product-by-process claims in the context of infringement.'” For
example, Goodyear Dental Vulcanite Co. v. Davis concerned a
patent for a rubber denture made by a vulcanization process.'”
The Court held that a similar denture made by a celluloid
process did not infringe the patent.'” In Plummer v. Sargent,
the plaintiff had a patent for colored iron made by a bronzing
process.'® The Supreme Court affirmed the lower court’s
finding that the defendant’s colored iron did not infringe

' See Tropix, 825 F. Supp. at 8 (noting confused state of record); see also Elan
Transdermal Lid. v. Cygnus Therapeutic Sys., C-91-143 WHO, 1992 U.S. Dist. LEXIS 20004,
at *10 (N.D. Cal. June 23, 1992) (citing Seripps on other grounds, but noting Scripps’s
checkered history).

' Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565, 1583 (Fed. Cir.
1991).

" Seripps, 927 F.2d at 1583 (citing no cases in support of its holding on infringement
of product-by-process claims); see also Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d
834, 839 n.2 (Fed. Cir. 1992) (noting that Scripps court cited no cases in support of its
holding).

v Atlantic, 970 F.2d at 839 n.2.

6 Id. au 838-46.

77 Jd. at 838-42.

™ Id. at 839 (citing Goodyear Dental Vulcanite Co. v. Davis, 102 U.S. 222 (1880)).

®Id.

"™ Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 841 (Fed. Cir. 1992)
(citing Plummer v. Sargent, 120 U.S. 442 (1887)).
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because it involved a different process.” The other three Su-
preme Court cases similarly construed product-by-process claims
as process-limited in the context of infringement.'® The Atlan-
tic panel also reviewed decisions by the circuit courts of ap-
peal.’” With the exception of Scripps, the circuit courts have
consistently followed a processlimited construction when
determining infringement of product-by-process claims.'®
Several commentators also support the process-limited
construction in an infringement context.'®

Unlike Scripps, which supported a non-limiting construction
with a brief argument by analogy,'® the decision in Atlantic re-
viewed and correctly followed controlling precedent.'””” Atlantic
supplemented its review of precedent by criticizing the analogy
in Scripps and offering an explanation for its process-limited
construction.'® Although the correct construction for product-
by-process claims appears well-settled by precedent, the rationales
of Scripps and Atlantic illuminate why the panels reached
different results.'®

181 Id.

182 See id. at 83942 (citing General Elec. v. Wabash Appliance, 304 U.S. 364 (1938)
(discussing light bulb filament); Cochrane v. Badische Anilin & Soda Fabrik, 111 U.S. 293
(1884) (discussing alizarine made by bromine reaction process); Merrill v. Yeomans, 94
U.S. 568 (1877) (discussing mineral oil deodorized by innovative process)).

'8 Atlantic, 970 F.2d at 842.

'8 Id. The Atlantic panel also cited binding precedent from the Court of Customs and
Patent Appeal (CCPA). Id. at 84345, The Federal Circuit adheres to the CCPA’s decisions
as of September 30, 1982. HARMON, supra note 86, at 580.

% Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 84243 (Fed. Cir. 1992)
(citing 2 CHISUM, supra note 69, § 8.05; 3 LipSCOMB, supra note 4, § 11:19; 1 IVER P.
COOPER, BIOTECHNOLOGY AND THE Law § 5B.05[2] (1991); 2 MARTIN ]J. ADELMAN ET AL.,
PATENT LAW PERSPECTIVES § 2.6[10] (2d ed. 1991)).

1% See infra text accompanying notes 192-95 (discussing argument by analogy in Seripps).

7 Atlantic, 970 F.2d at 83845,

'8 Id. at 846.

8 See infra parts IILB-C (discussing rationales in Seripps and Atlantic). The following
table summarizes Scrippss construction of product-by-process claims during prosecution,
validity, and infringement inquiries. See infra text accompanying notes 190-95 (explaining
Scripps rationale). The table then notes the relationship between each of the approaches
according to Scripps. Similarly, the table summarizes Atlanti€s approaches and their
relationships. See infra text accompanying notes 210-16 (explaining Atlantic rationale). The
table then illustrates the approaches according to Supreme Court precedent and a
proposed relationship between these approaches. See infra text accompanying notes 233-36
(reviewing Supreme Court precedent); infra part IV.A (proposing that processindependent
approach and process-limited construction are analogous).
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B. Critique of the Rationale in Scripps

The Scripps panel held that a product-by-process claim is not
limited to the product made by the specified process but also
covers similar products made by other processes.'” The Scripps
panel explained its holding in a brief, tersely argued passage:

The district court remarked that the product-by-process claims
would not be infringed unless the same process were prac-
ticed. Scripps correctly points out that this statement appears
to diverge from our precedent, recognizing that this prece-
dent arose in the context of patent prosecution, not patent
infringement. In determining patentability we construe the
product as not limited by the process stated in the claims.
Since claims must be construed the same way for validity and
for infringement, the correct reading of product-by-process
claims is that they are not limited to product prepared by the
process set forth in the claims."'

Relationships Between Inquiries

patentability inquiries

prosecution validity inquiry infringement inquiry
(PTO) (courts) (courts)
Scripps non-limiting = non-limiting = non-limiting
Atlantic non-limiting # process-limited == process-limited
proposed | process-independent = process independent == process-limited

In the preceding table, the “equals” sign (=) indicates that the two inquiries are considered
equivalent. See W.L. Gore & Assocs., Inc. v. Garlock, Inc,, 842 F.2d 1275, 1279 (Fed. Cir.
1988) (stating that courts must construe claims in same way for validity and infringement
inquiries); infra text accompanying notes 197-201 (discussing identical treatment of process-
independent approach and non-limiting construction by Seripps panel). The “not equals”
sign (#) indicates that the two inquiries are considered different. See Atlantic, 970 F.2d at
836 (stating that Adlantic panel treats claims differently for prosecution and validity
inquiries}. The “analogous™ sign (=) indicates that the two inquiries are similar in
underlying structure, but not identical. See infra part IV.A (proposing analogy between
process-independent approach and process-limited construction).

' Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565, 1583 (Fed. Cir.
1991).

9 Id. at 1583 (citations omitted). This Comment analyzes the logic of this passage. See
infra text accompanying notes 196-99. At first, the passage may appear to imply that during
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The Scripps panel first noted that courts should approach claims
when determining infringement in the same way that they ap-
proach claims during validity inquiries.'””® Whichever construc-
tion applied during validity inquiries should therefore apply dur-
ing infringement inquiries."® The Scripps panel then observed
that during validity inquiries, courts construe product-by-process
claims as “not limited by the process stated in the claims.”'®
Thus, because courts follow a non-limiting construction during
validity inquiries, the Scripps court reasoned that it should also
follow a non-limiting construction for infringement inquiries.'”
This rationale is flawed because the Scripps panel confused a
process-independent approach to patentability inquiries with a
non-limiting construction during infringement litigation.'®
Scripps stated that when determining patentability, the court con-

prosecution, the PTO follows a process-limited construction. The panel first observed that
the lower court had followed a process-limited construction. /d. In the next sentence, the
panel explained that this construction applies in the context of prosecution, and distin-
guished this context from infringement litigation. /d. However, this distinction does not
necessarily imply that the PTO follows a process-limited construction. Later in the passage,
the panel correctly stated that during prosecution, the PTO does not limit the product to
the specified process. /d.

"7 See W.L. Gore & Assocs., Inc. v. Garlock, Inc., 842 F.2d 1275, 1279 (Fed. Cir. 1988)
(stating that after construing claims for validity, “it is axiomatic that the claims must be
construed in the same way for infringement.”); see alse Senmed, Inc. v. Richard-Allan Medi-
cal Indus., 888 F.2d 815, 818 n.7 (Fed. Cir. 1989) (stating that “[t]he same interpretation
of a claim must be employed in determining all validity and infringement issues in a
case.”),

198 Scripps, 927 F.2d at 1583. At first, the Scripps rationale does not appear to state which
construction applies during validity inquiries. Jd. The Seripps panel initally distinguishes
between claim construction in the contexts of prosecution and infringement. /d. Next, the
panel states that product-by-process claims are not limited by the specified process during
“patentability.” Jd. Without having explicitly stated which construction applies during validi-
ty analysis, the panel summarily concludes that the construction when analyzing for in-
fringement should be the same as for validity. /d. The Scripps rationale is more consistent if
the panel restricted the term “patentability” to mean a validity inquiry, since patentability
comprises both prosecution and validity inquiries. See supra part LC (discussing
prosecution); supra text accompanying notes 91-95 (discussing validity inquiries). There-
fore, the Seripps panel understood claim construction during validity inquiries as not limit-
ed to the specified process.

¥ See Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565, 1583 (Fed.
Cir. 1991) (addressing construction of productby-process claims for products during pat- -
entability inquiries).

195 Id.

1% See infra 1ex1 accompanying notes 197-204 (discussing Scripps panel’s misinterpreta-
tion of PTO’s process-independent approach).
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strues “the product as not limited by the process stated in the
claims.”" In a similar way, during an infringement inquiry,
the court held that the process does not limit the product in a
non-limiting construction.'” Since the process does not appear
to “limit” the product in either the process-independent ap-
proach or the non-limiting construction, the Scripps panel treat-
ed the two as equivalent.'”

However, a process may “limit” a product in different ways
during patentability and infringement inquiries.” During a
patentability inquiry, a process “limits” a product in the sense
that the process defines or qualifies the product® In an in-
fringement context, however, when a process “limits” a product,
the process restricts the scope of a claim to cover only the prod-
uct made by the specified process.*” Although the process
does not “limit” the product in either context, the word “limit”
has different meanings in the contexts of patentability and in-
fringement.*® By assuming that the ambiguous word “limit”
had the same meaning in different contexts, the Scripps panel
confused the process-independent approach with the non-limit-
ing construction.”*

The Scripps panel then stated that courts must construe claims
during infringement in the same way as during validity.*® The

7 Seripps, 927 F.2d at 1583,

1% See supra text and figure accompanying note 28 (defining process-limited construc-
tion).

1" See Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565, 1583 (Fed.
Cir. 1991) (stating that constructions for validity and infringement are equivalent).

™ See infra text accompanying notes 201-04 (discussing ambiguous meanings of “lim-
it”).

™ See Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 845 (Fed. Cir. 1992)
(citing In re Thorpe, 777 F.2d 695, 697 (Fed. Cir. 1985)). The Atlantic panel stated that
because the process defined the product, the process served as a “claim limitation” or a
“defining limit.” /d. Thus, when Atlantic stated that the claimed process was a limitation on
the product, it meant that the process defined the product. Id.

"% See supra text and figure accompanying notes 25, 28 (defining non-limiting and pro-
cess-limited constructions). In a process-limited construction, the process restricts the scope
of the claim. However, in a non-limiting construction, the process does not restrict the
scope of the claim; the claim broadly covers the product.

8 See supra text accompanying notes 200-02 (discussing ambiguous meanings of “limit”
in patentability and infringement contexts).

M See supra text accompanying notes 196-203 (discussing Seripps panel’s misinterpreta-
tion of PTO’s process-independent approach).

5 Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565, 1583 (Fed. Cir,
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panel had mischaracterized the approach during validity inqui-
ries as a non-imiting construction.*® Consequently, the Scripps
panel compounded the mischaracterization by holding that dur-
ing infringement, courts should follow a non-limiting construc-
tion.*” In this way, the Scripps panel concluded that a non-
limiting construction should apply during infringement inqui-
ries.”® This holding is flawed because it lacks precedential sup-
port and confuses two separate approaches to construing prod-
uct-by-process claims.?”

C. Critique of the Rationale in Atlantic

In contrast with the Scripps panel, the panel in Atlantic
marshaled prior cases to support its process-limited construction
for product-by-process claims during infringement analyses.?”
In addition to relying on precedent, the Atantic panel also
offered a rationale for the processlimited construction in a
single, dense passage:

This court already distinguishes treatment of claims for pat-
entability before the PTO from treatment of claims for validi-
ty before the courts. This court permits the PTO to give
claims their broadest reasonable meaning when determining
patentability. During litigation determining validity or in-
fringement, however, . . . courts must consult the specifica-
tion, prosecution history, prior art, and other claims to deter-
mine the proper construction of the claim language. Thus,
accommodating the demands of the administrative process
and recognizing the capabilities of the trial courts, this court
treats claims differently for patentability as opposed to validity
and infringement.*"

1991).

S See supra text accompanying notes 196-204 (discussing Scripps panel’s misinterpreta-
tion of PTO’s process-independent approach).

' See supra text accompanying notes 196206 (discussing Scripps panel’s
misinterpretaion of PTO’s process-independent approach).

= Id.

™ See supra text accompanying note 174 (stating that Smipps failed to offer auhority for
its position); supra text and accompanying notes 196-208 (discussing mischaracterization of
inquiries by Scripps).

#¢ Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 83845 (Fed. Cir. 1991).

B 1d. at 846 (citations omitted). This Comment analyzes the logic of this passage infra
in text accompanying notes 212-41.
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The Atlantic panel began by observing that validity inquiries
and prosecution proceed in different contexts: prosecution is
administrative, but validity inquiries are adversarial.** The At-
lantic panel reasoned that the two inquiries should apply differ-
ent constructions.?”® Further, the Atlantic panel assumed that a
non-limiting construction applied during prosecution, just as the
Scripps panel did.*™ Consequently, the Atlantic panel held that
a different construction should apply during validity inquiries,
namely, a process-limited construction.*”® Finally, since courts
should follow the same construction when determining validity
and infringement, the Atlantic panel concluded that a process-
limited construction applies during infringement determina-
tions.”'®

This argument fails to rebut the rationale in Scripps for two
reasons.’’ First, the Atlantic panel tried to distinguish prosecu-
tion from validity inquiries by characterizing the inquiries as ei-
ther adversarial or administrative.*® Prosecution proceeds in an
administrative context before the PTO, which has limited infor-
mation and resources during prosecution.’”® On the other
hand, validity inquiries proceed before the courts, which have
access to more information when construing claims.** When a

212, Id.

a3 Id.

M Jd. The Atlantic panel stated that during prosecution, the PTO gives claims “their
broadest reasonable meaning.” I4. During prosecution, the patentability of the process does
not affect the PTO’s evaluation. Sez supra text accompanying note 10 (discussing PTO's
process-independent approach). In this sense, the PTO evaluates the product for patent-
ability in its broadest scope. See supra text accompanying notes 79-85 (discussing PTO’s
process-independent approach). This approach, however, is not the same as a non-limiting
construction during infringement. Compare supra text accompanying note 10 (discussing
process-independent approach) with supra text accompanying note 25 (discussing non-lim-
iting construction), Therefore, the Atlantic panel confused the PTO’s process-independent
approach as a non-limiting construction.

¥ Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 846 (Fed. Cir. 1991).

6 Id.; see also Senmed, Inc. v. Richard-Allan Medical Indus., 888 F.2d 815, 818 n.7 (Fed.
Cir. 1989) (stating that “the same interpretation of a claim must be employed in determin-
ing all validity and infringement issues in a case.”); W.L. Gore & Assocs., Inc. v. Garlock,
Inc., 842 F.2d 1275, 1279 (Fed. Cir. 1988) (stating that after construing claims for validity,
“it is axiomatic that the claims must be construed in the same way for infringement.”).

M7 See infra text accompanying notes 218-38 (discussing flaws of rationale in Atlantic).

M8 Atlantic, 970 F.2d at 844-46.

M Jd. For example, the PTO only has access to the inventor’s application. See 37 C.F.R.
§ 1.118 (prohibiting introduction of new information after filing application); see also supra
table accompanying note 73 (relating prosecution to other inquiries).

¥ Tandon Corp. v. United States Int'l Trade Comm'n, 831 F.2d 1017, 1021 (Fed. Cir.
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court considers the validity of a patent, the court may consult
the history of the prosecution and the patent® The court
may also consider the defendant’s arguments and evidence that
the invention is unpatentable.?® Because validity inquiries and
prosecution are different types of proceedings and because dif-
ferent evidence is available to each proceeding, the Atlantic
panel reasoned that different standards are proper.*® The At
lantic panel had previously treated the PTO’s approach as a non-
limiting construction.®®® Reasoning that courts should follow a
different construction than the one followed by the PTO, the
Atlantic panel concluded that courts should follow a process-
limited construction.”®

This reasoning is flawed, however, because even if the prose-
cution and validity inquiries proceed in different contexts, this
difference does not dictate a different construction of claims.*
There is no basis for treating claims differently before the PTO
and the courts.”” Since infringement litigation can only arise
after prosecution is finished, a court will have more information
about the invention during a validity inquiry than the PTO had
during prosecution.” Moreover, a practical lack of resources
should not determine the legal issue of claims interpretation.®
Therefore, these necessary differences neither support nor re-
quire the use of different principles of construction between the
courts and the PTO.*

1987) (Newman, J.).

2 Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 846 (Fed. Cir. 1992) (cit-
ing Tandon, 831 F.2d 1017).

22 Tandon, 831 F.2d at 1021.

¥ Atlantic, 970 F.2d at 846.

B See supra note 214 and accompanying text {discussing Atlantic panel's
mischaracterization of PTO’s approach as non-limiting construction).

> See supra text accompanying notes 212-16 (discussing rationale in Atlantic).

¥ See infra text accompanying notes 231-36 (discussing different constructions in dif-
ferent contexts).

7 Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 845 (Fed. Cir. 1992).

8 See KOENIG, supra note 91, § 2.02[1] a1 2-14 to 2-15 (distinguishing between PTO’s
limited patentability search during prosecution and more extensive validity search by al-
leged infringers).

¥ See Tandon Corp. v. United States Int'l Trade Comm’n, 831 F.2d 1017, 102) (Fed.
Cir. 1987) (stating that claim initerpretation has factual underpinnings, but is question of
law). But see H.H. Robertson, Co. v. United Steel Deck, Inc., 820 F.2d 384, 389 (Fed. Cir.
1987) (stating that claim interpretation may depend on evidentiary material that requires
resolving factual issues).

0 See supra text accompanying notes 226-29 (arguing that different contexts do not re-
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Second, by holding that courts should follow a process-limited
construction during validity inquiries, the Atlantic panel ignored
its own findings.® The Atlantic panel found that the Supreme
Court and circuit court cases follow a process-independent ap-
proach to product-by-process claims during validity inquiries.?
For example, in Cochrane v. Badische Anilin & Soda Fabrik, the
Supreme Court separately considered the issues of validity and
infringement for a patent for alizarine® made by a bromine
reaction process.” On the issue of validity, the Court followed
a process-independent approach.*®® When determining the
issue of infringement, however, the Court followed a process-
limited construction.® By classifying inquiries by their proce-
dural context, the Atlantic panel created an artificial dichotomy
between adversarial proceedings, which use a processlimited
construction, and administrative proceedings, which use a non-
limiting construction.® The Atlantic panel’s own review of con-
trolling precedent, however, demonstrates that a process-inde-
pendent approach applies during patentability inquiries in both
prosecution and validity contexts, and that a process-limited con-
struction applies only during infringement inquiries.**®

quire different constructions).

1 See infra text accompanying notes 232-38 (discussing Atlantic panel’s review of pre-
cedent in validity contexts).

#2 Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 841 (Fed. Cir. 1992). A
lantic cited General Elec. v. Wabash Appliance, 304 U.S. 364 (1938), in which the Court
similarly held that for purposes of patentability an inventor may not use the process terms
to secure a patent. /d. at 841. Atlantic also cited validity inquiries before the Court of Cus- -
toms and Patent Appeals, noting that those courts similarly follow the PTO construction.
1d. at 844 (citing In re Avery, 518 F.2d 1228 (C.C.P.A. 1975); In re Fessmann, 489 F.2d 742
(C.C.P.A. 1974); In r¢ Brown, 459 F.2d 531 (C.C.P.A. 1972)).

™ Alizarine is a reddish-orange dye derived from the root of the madder plant. RAN-
DOM HOUSE DICTIONARY OF THE ENGLISH LANGUAGE 53 (2d ed. 1987).

™ Atlantic, 970 F.2d at 841 (citing Cochrane v. Badische Anilin & Soda Fabrik, 111 U.S.
293, 20698 (1884)).

5 Id. (citing Cochrane, 111 U.S, 293),

¥ Id. at 840 (citing Cochrane, 111 U.S. at 296-98).

7 Id. at 846; see also supra text accompanying notes 21825 (discussing Atlantic panel’s
distinction between administrative and adversarial proceedings); supra table accompanying
note 73 (showing relationship between inquiries).

¥ Compare Atlantic Thermoplastics Co. v. Faytex Corp. 970 F.2d 834, 846 (Fed. Cir.
1992) (holding that prosecution and validity inquiries follow different constructions) with
id. at 838-42 (citing Supreme Court cases following process-independent construction dur-
ing validity inquiries).
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Thus, in place of the administrative-adversarial dichotomy pro-
posed by the Atlantic panel, the controlling United States Su-
preme Court precedents disclose an alternate dichotomy be-
tween patentability and infringement inquiries.*® Yet, in an ap-
parent contradiction, the Federal Circuit has also held that
courts should construe claims for validity and infringement in
the same way?® Harmonizing the process-independent ap-
proach used in patentability inquiries and the process-limited
construction used in infringement inquiries would relax the ten-
sion from the conflicting decisions of the Federal Circuit.*"

IV. PROPOSED TWO-STEP ANALYSES FOR
PATENTABILITY AND INFRINGEMENT

A. Analogous Analyses for Patentability and Infringement Inquiries

When determining the patentability of a product-by-process
claim, the PTO and the courts follow a process-independent ap-
proach?® When determining whether a defendant has
infringed a product-by-process claim, courts follow a process-
limited construction.”® This Comment proposes two separate
but analogous two-step analyses to explain each of these two
approaches.* The proposed analyses yield results consistent
with precedent for prosecution, validity, and infringement

% See Atlantic, 970 F.2d at 846 (distinguishing between patentability inquiries before
PTO and courts); supra text and accompanying notes 176-85 (discussing Atlantic panel’s
review of U.S, Supreme Court. precedent); supra table accompanying note 73 (illustrating
types of related patent inquiries); supra text and accompanying notes 231-38 (anaiyzing At-
lantic panel’s classification of U.S. Supreme Court precedent into either administrative
proceedings or litigation); supra notes 237-38 and accompanying text (reclassifying U.S.
Supreme Court precedent into either patentability or infringement inquiries).

M0 Spe W.L. Gore & Assocs., Inc. v. Garlock, Inc., 842 F.2d 1275, 1279 (Fed. Cir. 1988)
(stating that after construing claims for validity, “it is axiomatic that the claims must be
construed in the same way for infringement.”); see also Senmed, Inc. v. Richard-Allan Medi-
cal Indus., 888 F.2d 815, 818 n.7 (Fed. Cir. 1989) (stating that “the same interpretation of
a claim must be employed in determining all validity and infringement issues in a case.”).

M See infra part IV.B (discussing proposed two-step analyses).

T See supra part 1.C (discussing PTO’s process-independent approach); supra text ac-
companying notes 233-36 (discussing process-independent approach in Cochrane); supra
note 232 (discussing process-independent approach in General Eleciric and lower court
decisions).

3 See supra part IILLA (discussing court’s process-limited construction).

M See infra text accompanying notes 245-75 (proposing two-step analyses).
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inquiries.** Although the analyses may appear different, their
structures reveal an underlying similarity between the process-
independent approach and the process-limited construction, thus
harmonizing the patentability-infringement dichotomy.**

During a patentability analysis, the PTO or a court asks, “Is
the invention patentable?”*’ According to precedent, the PTO
or a court follows a processindependent approach when
considering the patentability of a product-by-process claim.*®
The proposed analysis for patentability recasts this approach by
considering the process claim and product-by-process claim in
two distinct steps:**

2 See infra text accompanying notes 246-75 (proposing two-step analyses); supra text
accompanying notes 17785 (discussing process-limited construction during infringement
inquiries); supra text and accompanying notes 235-38 (discussing process-independent
approach during validity inquiries); see also infra text and accompanying notes 282-88
(applying proposal to facts in Atlantic).

% See infra text accompanying notes 272-75 (discussing similarities of both analyses);
compare infra figure accompanying note 249 (illustrating proposed patentability analysis)
with infra figure accompanying note 263 (illustrating proposed infringement analysis).

™7 See supra part LA (discussing patentability requirements); supra part 1.C (discussing
prosecution).

™8 See supra part 1.C (discussing PTO’s process-independent approach); supra text and
accompanying notes 235-38 (discussing U.S. Supreme Court’s process-independent
approach during validity inquiries).

9 Compare infra text accompanying notes 250-61 (discussing proposed patentability
analysis) with table accompanying note 10 (illustrating process-independent approach). See
also infra figure accompanying note 263 (describing two-step approach for infringement
inquiry).
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Proposed Approach to Determining Patentability

process is not patentable

no
 inv . ? | — .
step I [ Is inventor's process patentable product-by-process is not patentable

yes

process is patentable v
product-by-process is not patentable

step 2 Is the inventor’s product patentable _no__)

yes

process is patentable v
product-by-process is patentable v

In the first step, the PTO or court examines the process for
patentability.® If the process is not patentable, then the
product will not be patentable either.® In the context of
prosecution, the PTO will not issue a patent for either the
process or the productby-process. During a validity inquiry,
the court will find the patent invalid for the process and the
product-by-process claims.®® If the process is patentable,
however, then the analysis proceeds to the second step.”

In the second step, the PTO or court examines the product
itself for patentability.®® If the product is patentable, then the
PTO will issue a patent with process and product-by-process
claims.” Similarly, the court will find the process and product-

™ See 35 U.S.C. § 131 (requiring examination of invention}.

! See Carbice Corp. of Am. v. American Patents Dev. Co., 283 US. 420 (1931)
(holding that new use for process is not patentable if process is old). See generally 2
LIPSCOMB, supra note 4, § 6:52 (discussing novelty requirement). If the product is not
patentable using a product-by-process claim, the product may still be patentable using a
product claim. Sez supra notes 63-64 and accompanying text (discussing product claims).

*2 See 35 U.S.C. § 101 (stating terms for issuing patent).

»3 See supra figure accompanying note 249 (illustrating proposed patentability analysis);
see also supra text accompanying notes 250-52 (applying proposed approach in prosecution
context).

1 See supra text and figure accompanying notes 249 (discussing two-step analysis).

> See 35 U.S.C. § 131 (requiring examination of invention).

6 See id. § 101 (stating that patent for invention will issue unless the invention is
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by-process claims valid.” If the product is not patentable,
however, the process may not confer patentability on an
otherwise unpatentable product.® Therefore, the PTO will
only issue a patent with the process claim.® Similarly, during
a validity inquiry, the court will only find the process claim
valid.*® This analysis recasts the patentability inquiry into two
steps, but preserves the results of a process-independent
approach.*

During an infringement analysis, a court asks, “Did the
defendant infringe the claim?”** The proposed analysis for in-
fringement answers this question following a similar two-step
pattern to analyze a process-limited construction:*®

unpatentable). If the inventor is able to describe the product in structural terms, the
inventor could also seek a product claim. See supra notes 64-65 and accompanying text
(discussing product claims).

*7  See supra figure accompanying note 249 (illustrating proposed patentability analysis);
see also supra text accompanying note 256 (applying proposed approach in prosecution
context).

¥ See supra figure accompanying note 249 (illustrating proposed patentability analysis);
Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 844-45 (Fed. Cir. 1992) (stating
that PTO sought administrative tool to prevent applicant from obtaining patent on old
product by merely claiming new process).

# Atlantic, 970 F.2d a1 844 (stating that applicant could obtain process patent for new,
useful, and nonobvious process, but not for product).

™ See supra figure accompanying note 249 (illustrating proposed patentability analysis);
see also supra text accompanying note 259 (applying proposed approach in prosecution
context}.

! See supra text accompanying notcs 247-60 (discussing two-step analysis applied to
patentability).

% See supra text accompanying notes 86-90 (discussing infringement inquiries).

**  Compare infra text accompanying notes 264-71 (discussing proposed infringement
analysis) with supra figure accompanying note 28 (illustrating process-limited construction).
See alse supra figure accompanying note 249 (describing two-step approach for patentability

inquiry).
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Proposed Approach to Determining Infringement

no
step 1 Does defendant’s process infringe | g N0 infringement of process claim
the plaintiff's process ? : no infringement of product-by-process claim
yes
step 2 Does defendant’s product no > defendant infringed process |
SIep < intringe the plaintiff's product ? no infringement of product-by-process claim
yes

defendant infringed process |
defendant infringed product-by-process claim |

In the first step, the court compares the defendant’s process
with the patented process® Under a processlimited con-
struction, the processes must be the same to constitute
infringement.*® If the defendant’s process is not the same as
the process in the claim, then the defendant did not infringe
either the process or the product and the inquiry ends.** If
the process is the same, however, then the court proceeds to
the second step of the analysis.*”

In the second step, the court compares the ‘defendant’s
product with the patented product®® If the products are the
same, then the defendant infringed both the product-by-process

*® See, e.g., Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 836 (Fed. Cir.
1992) (comparing processes used by Surge and Sorbothane with Atlantic’s process); Scripps
Clinic & Research Found. v. Genentech, Inc,, 666 F. Supp. 1379, 1388 (N.D. Cal. 1987)
(stating that recombinant process was obviously different from exiraction process).

** - Atlantic, 970 F.2d at 842-43,

% See Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565, 1583 (Fed.
Cir. 1991) (discussing and criticizing process-limited constructien). If the patent owner also
claimed the product using a product claim, the defendant may have infringed the product
claim. See supra notes 64-65 and accompanying text (discussing product claims).

%7 See supra text accompanying note 263 (discussing two-step analysis); see also supra
figure accompanying note 263 (illustrating proposed analysis for infringement).
| % See, eg., Atlantic, 970 F.2d at 838 (observing that Atlantic admitted its products were
indistinguishable from Sorbothane’s products); Seripps, 666 F. Supp. at 139194 (finding
extracted factor VIII:C and recombinant factor VIII:C are functionally and structurally
equivalent).
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and the process claim.**® If the products are not the same,
then the defendant only infringed the process claim.*® The
proposed analysis therefore retains the result of a process-limited
construction while recasting the analysis into two steps.?”!

At first, the proposed analyses may appear dissimilar because
one addresses the issue of patentability and the other addresses
the issue of infringement®® A review of the two analyses,
however, reveals a common structure: both consider the process
first and the product second.?” Furthermore, the results from
the patentability analysis and the infringement analysis share a
similar pattern.””* In this way, the proposal remains consistent

5 See, e.g., Atlantic, 970 F.2d at 846. Accused infringer Faytex distributed innersoles
made by Surge, in addition to those made by Sorbothane. /d. Surge made innersoles using
a process substantially identical to the process used by Atantic. Compare id. at 835-36
(quoting Atlantic’s claims) with id. at 836 (describing process used by Surge). Atlantic and
Faytex agreed that the Surge process infringed the patent. Id. If a patent owner also
claimed the product using a product claim, the defendant may also have infringed the
product claim. See supra notes 64-65 and accompanying text {discussing product claims).

¥ See 36 U.S.C. § 271(a) (stating infringement requires making, using, or selling in-
vention). An analogous situation arises if a patent has a product claim and the defendant
makes a different product: even if the defendant uses the same process used to make the
patented product, the defendant does not infringe the product claim. /d.

¥ See supra text accompanying notes 264-70 (describing two-step approach for infringe-
ment inquiries). The PTO requires that the product be independently patentable before it
will issue a patent. Atlantic, 970 F.2d at 844-45. Similarly, a court must find that a defendant
infringes the product before the court finds infringement. 35 US.C. § 271. Under a
process-limited construction, the defendant must use the patented process before a court
will hold that she has infringed the product-by-process claim. Atlantic, 970 F.2d at 84243,
By analogy, a court will not find a product-by-process patentable if the inventor uses an
unpatentable process to produce a patentable product. See Carbice Corp. of Am. v.
American Patents Dev. Co., 283 U.S. 420 (1931) (holding that new use for process is not
patentable if process is old).

™ Compare supra text accompanying notes 250-61 (discussing proposed patentability
analysis) with supra text accompanying notes 262-71 (discussing proposed infringement
analysis).

™ See infra text accompanying notes 274-75 (discussing similar structure of proposed
analyses).

¥ See supra lext accompanying notes 247-73 (discussing structure of proposed
analyses). The first step in both analyses considers the process: Is the process patentable?
(Or infringed?) If not, then neither the process nor the product-by-process is patentable
(or infringed). If so, then the second step in the analyses considers the product: Is the
product patentable? (Or infringed?) If not, then only the process is patentable (or in-
fringed). If so, then both the process and the product-by-process are patentable (or
infringed).
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with the results from precedent while abiding by the Federal
Circuit holding that courts should construe claims for validity
and infringement in the same way.?”

B. Apﬁlication of the Proposed Approach to Scripps and Atlantic

As a practical matter, applying these proposed analyses to the
facts in Scripps and Atlantic can explain the conflicting results in
those cases.”’® Scripps had developed a process to extract
factor VIIL:C*’ Later, Genentech developed a recombinant
method to produce the same factor VIIL:C.*® Under the
proposed infringement analysis, the court would first consider
whether Genentech infringed Scripps’s extraction process.*”
Because Genentech used a different process, the court would
have found no infringement of either the process or product-by-
process claims.® The result of the proposed approach
disagrees with the ultimate disposition in Scripps, but the
proposed result conforms more closely to controlling prece-
dent.®

Applying the proposed approach to the facts in Atlantic
obtains the same result as the Atlantic holding.® Atlantic made
shoe innersoles using a process starting with a solid heel.*®
Faytex distributed virtually identical innersoles made by

¥ See supra text accompanying notes 176-85 (discussing precedent on prosecution and

inquiries for validity and infringement); supra sources cited in note 240 (requiring same
claim construction for validity inquiry and infringement inquiry).

¢ See infra text accompanying notes 277-88 (applying proposed analyses to Scripps and
Atlantic).

¥ See supra text accompanying notes 109-11 (discussing Scripps’s development of ex-
tracted factor VIII:C). )

¥ See supra text accompanying notes 123-33 (discussing Genentech’s development of
recombinant factor VIIL:C).

" See supra text accompanying notes 264-67 (discussing first step of proposed infringe-
ment analysis),

0 See Scripps Clinic & Research Found. v. Genentech, Inc., 666 F. Supp. 1379, 1388
(N.D. Cal. 1987) (stating that Genentech obviously used process other than those disclosed
in product-by-process claims).

#! " See Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565, 1583 (Fed.
Cir. 1991) (holding that product by different process may infringe product-by-process
claim); supra 1ext accompanying notes 177-82 (discussing process-limited precedent set by
U.S. Supreme court).

*2 See infra text accompanying notes 283-88 (applying proposed approach to Atlantic).

% See supra text accompanying notes 147-51 (discussing Atlantic’s solid heel process for
making innersoles).
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Sorbothane.®* Sorbothane, however, used a process starting
with liquid heel material.® Sorbothane did not infringe
Atlantic’s process, and therefore, Sorbothane did not infringe
the product-by-process or process claims.®® Applying this
approach leads to a result consistent with Atlantic and with pre-
cedent.?” Furthermore, this approach avoids Atlantic’s rationale
based on an artificial dichotomy between administrative and ad-
versarial proceedings.”

Although the panels in Scripps and Atlantic ultimately reached
different results, both panels wrestled with similar issues of pre-
cedent and policy.® After reviewing prior cases, the Atlantic
panel held that a process-independent approach applied during
patentability inquiries, but that a process-limited construction
applied during infringement litigation.” Conversely, the Scripps
panel argued that claim construction should be uniform during
patentability and infringement®' The proposed two-step anal-
yses retain the results of the two approaches while revealing
their underlying similarities.”® Thus, the proposal relaxes the

24 Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 838 (Fed. Cir. 1992).
However, Faytex’s other distributor, Surge, made the same innersoles as Atlantic’s using the
same process as Atlantic. Jd. at 836-38. As the first step in the approach, Surge infringed
Atlantic’s process. /d. at 838. Second, Surge infringed Atlantic’s product. /d. at 836. Under
the proposed approach, Surge would infringe both the process claim and the product-by-
process claim. See supra text accompanying note 269 (applying proposed approach).
However, in the Atlantic suit, Atlantic sued only Faytex for distributing the innersoles, not
the manufacturers. Atlantic, 970 F.2d at 835-36. Although Surge did infringe Atlantic’s
process claims, these claims were not at issue in the suit. /d.

5 See supra text accompanying notes 153-57 (discussing Sorbothane’s liquid heel
process for innersoles).

B8 See Atlantic, 970 F.2d at 836-38 (discussing differences between Sorbothane’s process
and Atlantic’s process).

*7 Compare supra text accompanying notes 28286 (applying proposed approach to
Atlantic facts) with Atlantic, 970 F.2d at 84647 (holding that product-by-process claims only
cover that product made by specific process claimed in patent); supra text accompanying
notes 177-85 (discussing process-limited precedent set by U.S. Supreme Court).

™8 Atlantic, 970 F.2d at 846; see also supra text accompanying notes 226-30 (discussing
artificial dichotomy presented by Atlantic panel).

™ See infra text accompanying notes 290-93 (discussing issues in Seripps and Atlantic).

¥ Atlantic Thermoplastics Co. v. Faytex Corp., 970 F.2d 834, 838-45 (Fed. Cir. 1992)
(reviewing precedent); see also supra text accompanying notes 232-36 (discussing Atlantic
panel’s use of precedent in validity context).

™ See supra part 1I1.B (discussing rationale in Seripps).

¥ See supra text accompanying notes 272-75 (discussing similarities of both analyses);
see also supra figure accompanying note 249 (illustrating proposed patentability analysis);
supra figure accompanying note 263 (illustrating proposed infringement analysis).
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tension between Seripps and Atlantic with a synthesis in accord
with patent policy.™

C. Benefits of Consistent Claim Construction

To promote the growth of technology in this country, claim
construction should be clear and consistent.® When the PTO
examines claims for patentability and issues a patent, the
inventor relies on the scope of her patent claims when licensing
the invention, suing infringers, and developing new inven-
tions.” Similarly, potential competitors rely on the published
claims when deciding whether to obtain a license, develop'an al-
ternative invention, or risk litigation by infringing the patent.**
If courts treat claims differently for infringement than for
patentability, the public cannot rely on the scope of any issued
patent claims.® Different standards for patentability and in-
fringement interfere with reasonable expectations, making the
scope of every patent uncertain and reducing the incentive for
potential inventors to innovate.”®

™ Compare supra text accompanying note 28992 (discussing how proposed analyses
reveal underlying similarities in Scripps and Atlantic) with supra text accompanying note 107
{describing different constructions in Scripps and Atlantic as conflict in authority).

™ See Autogiro Co. of Am. v. United States, 384 F.2d 391, 399 (Cu Cl. 1967) (stating
that patentee owner cannot construe claims narrowly during prosecution and broadly in
litigation).

- ™ 1 DELLER, supra note 32, § 283. The three main reasons why claims should be
definite are (1) to enable others to know when they should obtain a license, (2) to ensure
that the claims do not cover later independent inventions, and (3) to define the invention
to distinguish it from previously known technology. Id.

¥ See Atlantic Thermoplastics Co. v. Faytex Corp., 974 F.2d 1279, 1282 (Fed. Cir. 1992)
(Newman, J., dissenting) (stating that public, litigants, and judges are entitled to know how
to construe claims); see alse Permutit Co. v. Graver Corp., 284 U.S. 52, 60 (1931) (stating
that patent must inform public of patent’s limits so public will know which features are in
public domain and which features require licensing).

27 See 1 DELLER, supra note 32, § 283 (stating that claims should be definite to enable
others to know scope of claims).

8 See Troxel Mfg. Co. v. Schwinn Bicycle Co., 465 F.2d 1253, 1258 (6th Cir.), appeal on
remand, 489 F.2d 968 (6th Cir. 1972), cert. denied, 416 U.S. 939 (1974). A patent with
uncertain effect also discourages licensing of the patent. Id. at 1257; ¢f. Warner Bros. Inc. v.
American Broadcasting Cos., Inc., 720 F.2d 231, 240 (2d Cir. 1983) (Newman, J.) {stating
that in copyright context, uncertain scope of protection can deter creation of new works).
See generally 1 LIPSCOMB, supra note 4, § 1:8 (discussing role of patents in free enterprise
system}.
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By applying the proposed two-step analyses, the patent system
rewards inventors only for their individual contributions to
technology.™ Suppose Smith has a patent with a product-by-
process claim for a widget made by process A® Under the
proposed infringement analysis, which emulates the process-
limited construction, Smith has a monopoly on widgets made
only by process A* Nevertheless, Smith should not prevent
other inventors from developing new and better ways of making
widgets.® By granting Smith a monopoly only on widgets
made by process A, enough incentive remains for other inven-
tors to develop new processes for making widgets.*”®

Suppose Nguyen then invents a way to make the same widget
using an improved and novel process B.** Under the proposed
two-step analysis for patentability, which emulates the process-
independent approach, the PTO will issue Nguyen a patent with
a claim for the improved process .B.*® The proposed pat-
entability analysis rewards Nguyen only for developing an
improved process and does not grant a further monopoly on
the widget®® When the PTO considers the process and the
product separately, an inventor receives protection for the
process and the product separately without receiving an
overbroad monopoly for both.?

™ See infra text and accompanying notes 300-10 (applying proposal to hypothetical).

3% See supra text accompanying notes 13-18 (discussing hypothetical inventor Smith); see
also, e.g., supra text accompanying notes 110-12, 147-51 (discussing invention of processes
for making products).

%' See supra text accompanying notes 262-71 (discussing proposed infringement
analysis).

%2 See Atlantic Thermoplastics Co. v. Faytex Corp., 974 F.2d 1279, 1280-81 (Fed. Cir.
1992) (Rich, ]., dissenting) (discussing deterrent effect on inventors from construction in
Atlantic).

¥ 1 LIPSCOMB, supra note 4, § 1:8. When a new product appears on the market it
stimulates all persons in the trade to develop a competitive product. Id.

%' See supra text accompanying notes 19-22 (discussing hypothetical inventor Nguyen);
see also, e.g., supra text accompanying notes 123-33, (discussing Genentech’s new process for
making product in Scripps); supra text accompanymg notes 153-57 (discussing Sorbothane’s
new process for making product in Atlantic).

*®  See supra text accompanying notes 247-61 (discussing proposed patentability analy-
sis).

%6 See supra text accompanying notes 304-05 (discussing extent of monopoly granted to
hypothetical inventor Nguyen).

%7 See supra notes 299-306 and accompanying text (illustrating separate protection for
process and product by applying proposal to hypothetical).
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Furthermore, under the proposed infringement analysis,
Nguyen’s widget will not infringe Smith’s patent*® This
protection from infringement litigation is a further incentive for
inventors to develop new processes for making products.*® By
promoting the development of safer treatment for hemopbhiliacs,
or better ways to make shoe innersoles, the patent system
benefits the public through increased availability of products.®"

CONCLUSION

After Congress created the Federal Circuit to make patent law
more consistent, conflicting decisions within the Circuit "have
been rare.’' Nevertheless, two panels of the Federal Circuit re-
cently reached different conclusions on how to interpret prod-
uct-by-process claims, a special claim format defining the prod-
uct in terms of the manufacturing process.*® In 1991, Scripps
held that even if a defendant uses a different process to make
the same patented product, the defendant will infringe the
product-by-process claims.*® The next year, Atlantic held differ-
ently: unless the defendant uses the claimed process, she will
not infringe the product-by-process claim.** Despite the flawed
rationales presented by either panel, the case authority consis-
tently supports a process-independent approach to patentability

38 See supra text accompanying notes 262-71 (discussing proposed infringement
analysis).

¥®  See supra text accompanying notes 299-303 (discussing incentives to inventors from
patent system).

3% See Scripps Clinic & Research Found. v. Genentech, Inc,, 666 F. Supp. 1379, 1401
(N.D. Cal. 1987); 1 LIrSCOMB, supra note 4, § 1:8. The patent system directs inventors to
produce and improve new products in a more economical and beneficial manner. 7d.
(citing WEBSTER’S PATENT LAW AND PRACTICE 23 (1851)).

M See supra text accompanying notes 98-100 (discussing Federal Circuit); see also At-
lantic Thermoplastics Co. v. Faytex Corp., 974 F.2d 1279, 1281 (Fed. Cir. 1992) (stating
that Congress formed Federal Circuit to eliminate inconsistent patent law).

M2 See supra part II (discussing Seripps and Atlantic).

1 See supra part ILA (discussing Scripps).

3 See supra part 1LB (discussing A#antic).
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and a process-limited construction during infringement litiga-
tion. This Comment recasts these separate approaches in
terms of analogous two-step analyses.”™ Such a consistent ap-
proach to claim construction ultimately promotes the purposes
of the patent system.*"’

Calvin Fan

M2 See sugna part 111 (discussing authority and rationales in Scripps and Atlantic).

MG See supra parts IV.A-B (discussing proposed two-step analyses).
M7 See supra part IV.C (discussing benelits of proposed analyses).

This paper was entered in the George Hutchison Writing Competition sponsored by
the Federal Circuit Bar Association.
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